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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1 . 1 1 4, including tlie fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
8/6/2007 has been entered. 

Response to Amendment 

Claims 26 - 33 and 41 - 52 are pending in this Office Action. 
Claims 41 - 52 have been added. 
Claims 26 and 28 have been amended. 
Claims 1-25 and 34 - 40 have been canceled. 

Response to Arguments 

Applicant's arguments filed on 8/6/2007 have been fullv considered but thev are 
not persuasive. 

Applicant alleges that Jones teaches that the button interface is used only to 
transmit data from a flash-memory card onto a removable media, not a computer. 
Examiner disagrees because Jones teaches that the CompactFlash reader can operate 
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without a PC, but Jones never indicates that it must or always operates without a PC. 
In fact, Applicant's allegation is proved wrong by looking at column 4 lines 55 - 56, 
where it explicitly states that CompactFlash reader can be connected to the PC by a 
USB cable. 

Applicant also argues that Jones' push button does not initiate a data exchange 
because the data exchange is initiated by a converter chip. Examiner disagrees 
because the button shown in Figure 9 element 79 activates the controller chip, which in 
turn initiates data exchange. Furthermore, Applicant argues that the button of Jones is 
only used to transfer data between the FlashToaster and a removable disk. Examiner 
also disagrees with this allegation because Jones does clearly teach that the data 
exchange can be accomplished between the FlashToaster and the PC in column 10 
lines 1 - 5 (as well as between the FlashToaster and the removable mass storage), and 
even shows the connection between the two in Figure 9. 

In response to applicant's argument that there is no reasonable expectation of 
success in combining Kokubun and Jones since the computer program in Kokubun and 
the converter chip in Jones cannot be combined without some sort of conflict, Examiner 
asserts that the test for obviousness Is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981). 
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Further, in response to applicant's argument tliat the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin. 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 26 - 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kokubun in view of Jones. 

Regarding claim 26, Kokubun discloses, 

A method of monitoring and exchanging data between an external storage unit 
and a computer, said computer comprising a connection port (Figure 2, et seq.), said 
external data storage unit comprising a connecting device, an actuator, and a signal 
generator, said method comprising the steps of: 
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running a program on said computer and monitoring, with said program, said 
connection port for a signal from said external data storage unit (paragraph 10 lines 5 - 
6, paragraph 39 line 6, paragraph 41 line 4, et seq.); 

operatively connecting said connecting device of said external data storage unit 
to said connection port of said computer (paragraph 10 lines 5-6, paragraph 39 line 6, 
et seq.); 

signal generator in said external data storage unit and generating a signal 
(paragraph 41 line 4, et seq.); 

detecting with said program the generated signal from said external data storage 
unit (paragraph 41 line 4, et seq.); 

initiating with said program a data exchange between said external data storage 
unit and said computer in response to detection of said generated signal by said 
program (paragraph 10 lines 9 - 12, et seq.); and 

exchanging data between said external data storage unit and said computer 
(paragraph 10 lines 9 - 12, et seq.). 

Kokubun does not explicitly disclose "manually actuating, by a physical 
movement of a user of said actuator, independently of all other functions and 
functioning of said computer and subsequent to operatively connecting said external 
data storage unit to said computer." 

However, Jones discloses "manually actuating, by a physical movement of a user 
of said actuator, independently of all other functions and functioning of said computer 
and subsequent to operatively connecting said external data storage unit to said 
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computer" in Figure 9 element 79 and column 10 lines 1 - 5, 26, 30 - 31 . At the time of 
the present invention, it would have been obvious to a person of ordinary skill in the 
data processing art to combine the aforementioned references because Jones' pulse 
generator with a push button would have enabled Kokubun's overall system to provide a 
simple, time-saving user interface (which also provides a visual indication of the data 
copying progress) to operate the external data storage and initiate data transfer. 

Regarding claim 27, Jones discloses the step of manually actuating said signal 
generator comprises executing a single, manual stroke (Figure 9:79 and column 10: 26, 
30-31). 

Claim 41 is rejected based on the same rationale discussed above. 

Regarding claim 28, Jones discloses a push button and a single, manual stroke 
(Figure 9:79 and column 1 0: 26, 30 - 31 ). 

Regarding claim 29, Kokubun discloses exchanging data packets (paragraph 10: 
9-12, transferring data in packets is very well-known in the data processing art). 

Claim 42 is rejected based on the same rationale discussed above. 

Regarding claim 47, Kokubun discloses, 

A method of monitoring and exchanging data between an external storage unit 
and a computer, said computer comprising a connection port (Figure 2, et seq.), said 
external data storage unit comprising a connecting device, an pushbutton actuator, a 
signal generator, said connecting device comprising one of : a USB cable, a FireWire 
cable, a CardBus, a PC Card, a parallel cable, a serial cable, or an infrared device 
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(Figure 2: 14, et seq., use of these connecting devices are very well-l<nown in the art), 
said method comprising the steps of: 

running a program on said computer and monitoring, with said program, said 
connection port for a signal from said external data storage unit (paragraph 10 lines 5 - 
6, paragraph 39 line 6, paragraph 41 line 4, et seq.); 

operatively connecting said connecting device of said external data storage unit 
to said connection port of said computer (paragraph 10 lines 5-6, paragraph 39 line 6, 
et seq.); 

signal generator in said external data storage unit and generating a signal 
(paragraph 41 line 4, et seq.); 

detecting with said program the generated signal from said external data storage 
unit (paragraph 41 line 4, et seq.); 

Initiating with said program a data exchange between said external data storage 
unit and said computer in response to detection of said generated signal by said 
program (paragraph 10 lines 9 - 12, et seq.); and 

exchanging data between said external data storage unit and said computer 
(paragraph 10 lines 9 - 12, et seq.). 

Jones discloses "manually actuating, by a physical movement of a user of said 
actuator, independently of all other functions and functioning of said computer and 
subsequent to operatively connecting said external data storage unit to said computer" 
in Figure 9 element 79 and column 10 lines 1 - 5, 26, 30-31, "activating an optical 
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indicator to provide a visual indication to a user that data is being exclianged, said 
optical indicator comprising a light-emitting device" in column 10 lines 25 - 40, et seq. 

Regarding claim 48, Kokubun discloses exchanging data packets (paragraph 10: 
9-12, transferring data in packets is very well-known in the data processing art). 

Regarding claim 51 , Kokubun discloses synchronizing data of a pre-defined hard 
drive area of said computer with data of said external data storage unit (Kokubun, 
paragraph 10: 9 - 12, 49: 1 - 7, et seq.), continuing monitoring with said program said 
connection port for an additional signal from said external data storage unit, and, upon 
the generation of a signal by manual actuation of said signal generator, detecting the 
signal in between the transfer of two sequential data packets (Kokubun, paragraph 41 : 4 
and Morioka, column 17 lines 35 - 39, et seq.). 

Claim 52 is rejected based on the same rationale discussed above. 

Claims 30 - 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kokubun and Jones, further in view of Morioka. 

Regarding claim 30, Kokubun and Jones disclose the method as claimed in claim 

29. 

Kokubun and Jones do not explicitly disclose simultaneously controlling the 
exchange of data and monitoring and detecting an additional signal generated. 

However, Morioka discloses the aforementioned feature in column 17: 35 - 39, et 
seq. At the time of the present invention, it would have been obvious to a person of 
ordinary skill in the data processing art to combine the references because Morioka's 



Application/Control Number: 1 0/784, 1 20 Page 9 

Art Unit: 2166 

method of exchanging data and detecting signal simultaneously would have enabled the 
overall system to handle/transfer a very large volume of data in a short time, as taught 
by Morioka. 

Claim 43 is rejected based on the same rationale discussed above. 

Regarding claim 31, Kokubun, Jones and Morioka discloses, 

during the exchanging of data, continuing monitoring with said program said 
connection port for an additional signal from said external data storage unit, and, upon 
the generation of a signal by manual actuation of said signal generator, detecting the 
signal in between the transfer of two sequential data packets (Kokubun, paragraph 41 : 4 
and Morioka, column 17 lines 35 - 39, et seq.); and 

synchronizing data of a pre-defined hard drive area of said computer with data of 
said external data storage unit (Kokubun, paragraph 10: 9 - 12, 49: 1 - 7, et seq.). 

Claim 44 is rejected based on the same rationale discussed above. 

Regarding claim 32, Kokubun discloses, 

said signal generator is accessed by said program in the stationary computer unit 
as a virtual drive, the virtual drive not being used as a traditional drive, but selected 
communication commands for the control of the virtual drive by the operating program 
are automatically transformed for monitoring a voltage pulse triggered at the pulse 
generator, wherein said signal generator is accessible as a virtual drive only by said 
program and is not integrated into the data storage administration of the stationary 
computer unit (paragraph 41 , et seq.); 
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said connecting device connprises one of: a USB cable, a FireWire cable, a 
CardBus, a PC card, a parallel cable, a serial cable, or an Infrared device, to permit 
connection with a corresponding connection port of a computer (Figure 2: 14, et seq., 
use of these connecting devices are very well-known in the art); 

temporarily storing the signal generated by said signal generator as a change in 
a memory log in said data storage unit; 

reading out the signal at a later point in time with said program; and 

newly initializing said memory log with the read out (Figure 5, paragraph 54: 7 - 
8, paragraph 65, et seq.). 

Jones discloses, 

activating an optical indicator to provide a visual indication to a user that data is 
being exchanged, said optical indicator comprising a light-emitting device (column 10 
lines 25-40, et seq.). 

Claim 45 is rejected based on the same rationale discussed above. 

Regarding claim 49, Kokubun and Jones disclose the method as claimed in claim 
48, but do not explicitly disclose simultaneously controlling the exchange of data and 
monitoring and detecting an additional signal generated. 

However, Morioka discloses the aforementioned feature in column 17: 35 - 39, et 

seq. 

Regarding claim 50, Kokubun discloses, during the exchanging of data, 
continuing monitoring with said program said connection port for an additional signal 
from said external data storage unit, and, upon the generation of a signal by manual 
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actuation of said signal generator, detecting the signal in between the transfer of two 
sequential data packets (Kokubun, paragraph 41: 4 and Morioka, column 17 lines 35- 
39, et seq.); and 

synchronizing data of a pre-defined hard drive area of said computer with data of 
said external data storage unit (Kokubun, paragraph 10: 9 - 12, 49: 1 - 7, et seq.). 

Claims 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kokubun. Jones and Morioka. further in view of McFedries. 

Regarding claim 33, Kokubun, Jones and Morioka discloses the method of claim 
31 and, 

Kokubun discloses, 

said signal generator is accessed by said program in the stationary computer unit 
as a virtual drive, the virtual drive not being used as a traditional drive, but selected 
communication commands for the control of the virtual drive by the operating program 
are automatically transformed for monitoring a voltage pulse triggered at the pulse 
generator, wherein said signal generator is accessible as a virtual drive only by said 
program and is not integrated into the data storage administration of the stationary 
computer unit (paragraph 41 , et seq.); 

said connecting device comprises one of: a USB cable, a FireWire cable, a 
CardBus, a PC card, a parallel cable, a serial cable, or an infrared device, to permit 
connection with a corresponding connection port of a computer (Figure 2: 14, et seq., 
use of these connecting devices are very well-known in the art); 
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temporarily storing the signal generated by said signal generator as a change in 
a memory log in said data storage unit; 

reading out the signal at a later point in time with said program; and 

newly initializing said memory log with the read out (Figure 5, paragraph 54: 7 - 
8, paragraph 65, et seq.). 

Jones discloses, 

activating an optical indicator to provide a visual indication to a user that data is 
being exchanged, said optical indicator comprising a light-emitting device (column 10 
lines 25-40, et seq.). 

Kokubun, Jones and Morioka do not explicitly disclose external storage unit is 
integrated as an additional data storage drive into the data storage administration of the 
stationary computer unit. 

However, McFendries discloses viewing removable storage and exploring the 
data contained therein via graphical user interface (Chapter 5, Figure 6.1 , et seq.). It 
would have been obvious to a person of ordinary skill in the data processing art to 
combine the aforementioned references because McFedries' method of navigation 
would have enabled the overall system to keep user's data easy-to-find, well maintained 
and organized. 

Claim 46 is rejected based on the same rationale discussed above. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Sangwoo Ahn whose telephone number is (571 ) 272- 
5626. The examiner can normally be reached on M-F 1 0-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (571) 272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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